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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 1 1 December 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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Application/Control Number: 10/791,791 Page 2 

Art Unit: 1634 

The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. This rejection is repeated 
for reasons already of record {e.g., Office action mailed June 13, 2008, page 2, third full paragraph). 
Applicants' arguments (response filed December 11, 2008, pages 4-8) are not convincing because 
although applicants are correct that the instant application does not explicitly incorporate the information 
about the 5. cerevisiae strain C288C genome by reference, all of applicants' arguments depend upon 
such information for proper interpretation of the claimed invention. Applicants seek benefit of what 
amounts to an improper incorporation by reference (at least in relation to applicants' arguments in this 
record), yet applicants complain that since no specific and explicit incorporation by reference is made in 
the application, applicants should be permitted to rely on what is known in the art. However, what is or 
was known in the art and what applicants might have meant by the S. cerevisiae strain C288C genome, is 
not known with clarity without referring to a non-patent reference. Thus, the claim is not adequately 
described in writing as required by 35 U.S.C. § 112, first paragraph. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the enablement 
requirement. The claim(s) contains subject matter which was not described in the specification in such a 
way as to enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. This rejection is repeated for reasons already of record {e.g., Office 
action mailed June 13, 2008, page 2, fourth full paragraph. The discussion in the previous rejection is 
incorporated here. 
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Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
The claim is incomplete. 

(a) The claim is incomplete because claim 1 refers to amino acid sequences 

encoded by S. cerevisiae strain C288C genes. This rejection is repeated for 
reasons already of record (e.g., Office action mailed June 13, 2008, page 3, 
item (a)). The discussion is the previous two rejections are incorporated 
here. 

Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. The instant claim is drawn to a "non-transformative process that encompasses 
a purely mental process" (e.g., see In re Bilski, 545 F3d 943, 88 USPQ2d 1385 (Fed. Cir.) at page 1399). 
The claimed process is merely a mental process (or a process practice with the aid of a computer) in 
comparing sequence data and in drawing a conclusion based upon the comparison. No particular 
apparatus is needed to practice the method and no transformation takes place as a result of the 
comparison. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Olesen et al (FEMS Yeast 
Research 2: 563 (2000) in view of Nakagawa et al (U.S. Patent Application Publication 2006/0228712). 
This rejection is repeated for reasons already of record (e.g., Office action mailed June 13, 2008, page 4, 
first full paragraph). Applicants' arguments (response filed December 11, 2008, pages 8-10) are not 
convincing because applicants do not argue the references in the manner in which they were used in the 
rejection. In addition, since computers are routinely used to search and compare nucleic acid and amino 
acid sequence data (see Mount, Bioinformatics, 2001, Cold Spring Harbor Laboratory Press, Cold Spring 
Harbor, New York, pp. 6-9, 64-76, and 315-317, cited here as of interest), it is not necessary for 
Nakagawa et al to single out any particular organism (i.e., S. cerevisiae strain C288C) for comparison 
since data from all disclosed organisms may and can readily be compared. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (571) 272-0719. 

The examiner works a flexible schedule and can be reached by phone and voice mail. 
Alternatively, a request for a return telephone call may be e-mailed to james.martineiltffiuspto.gov . Since 
e-mail communications may not be secure, it is suggested that information in such requests be limited to 
name, phone number, and the best time to return the call. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ram 
Shukla, can be reached on (571) 272-0735. 



OFFICIAL FAX NUMBER 

The fax phone number for the organization where this application or proceeding is assigned is 
(571) 273-8300. Any Official Communication to the USPTO should be faxed to this number. 



Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent Application 
Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. 
When calling please have your application serial or patent number, the type of document you are having an image problem with, 
the number of pages and the specific nature of the problem. The Patent Electronic Business Center will notify applicants of the 
resolution of the problem within 5-7 business days. Applicants can also check PAIR to confirm that the problem has been corrected. 
The USPTO's Patent Electronic Business Center is a complete service center supporting all patent business on the Internet. The 
USPTO's PAIR system provides Internet-based access to patent application status and history information. It also enables applicants 
to view the scanned images of their own application file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



/James Martinell/ 
Primary Examiner 
Art Unit 1634 



